+ 




iff United States FKtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington. D.C. 20231 

WWW. U3ptO.gOV 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/784,415 



02/14/2001 



Naruhiko Mashita 



203162US0 



5959 



22850 7590 08/22/2002 

OBLON SPIVAK MCCLELLAND MAIER & NEUSTADT PC 
FOURTH FLOOR 

1755 JEFFERSON DAVIS HIGHWAY 
ARLINGTON, VA 22202 



EXAMINER 



MULLIS, JEFFREY C 



ART UNIT 



PAPER NUMBER 



1711 



DATE MAILED: 08/22/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application no. 

09/784,415 



flicant(s) 

MASHtTA ET AL 



Examiner 

Jeffrey C. Mullis 



Art Unit 
1711 



Period for Repi, poR REpLY „ SET T0 ^re 1 MONTH(S) FROM 

. Any reply received by -the .ontos lawn 
earned patent term adjustment. See si ^ 

Status . 

«n ReS Donsivetocommunication(s)filedon • 

DQ Responsive Thl s action is non-final. 

2aO This action is FINAL. ZD > U ft prosecution as to the ments is 

Disposition of Claims 

«r, C laim(s) f-36 is/are pending in the application. 

4) H Claims t__ with drawn from consideration. 
4a) Of the above claim(s) is/are wnnu. 

5) D Claim(s) is/are allowed. 

6) Q Claim(s) is/are rejected. 

■nn riaim(s) is/are objected to. 

Application Papers 

9)D The specification is objected to [^^^^^^B^. 

10)D The drawing(s) filed on .s/are. a □ £ 1 jp abeyanc , See 37 CFR 1.85(a). 

App.icantmaynotreo,^ 

i«n The proposed drawing correction filed on «. DU ff 

1)D Approved, corrected d«s are quired in rep, to this Office act.cn. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and J20 ^ y ^ § 1 ig(a) . (d) or (f) . 

1 3 ) D Acknowledgment is made of a dawn tor roreig h 
aMHAII b)D Some*c)D None of: 

certified copiesof the ^ — ^^^l*. — . 
, D certified copies of the priority in this Nation, Stage 

3 D copies of the certified copies - 

3 U application from the '•^.^ , 2?fte^nl!ed copies not received. 
* See the attached detailed Office action for a list of the certifie P ^ 

14) D Acknowledgment is made of a .aim for domestic 

a) D The translation of the W^^J^SSuAa §§ 120 and/or 121 . 

1 5 ) D Acknowledgment is made of a claim for domestic pnonty 

Attachment(s) m Interview Summary (PTO-41 3) Paper No(s) • 

5) B Notice of informal Patent Application (PTO-152) 

6) □ Other: 




Part of Paper No. 5 



Serial No. 09/784,415 -2- 
Art Unit 1711 



Restriction to one of the following inventions is required 
under 35 U.S.C. § 121: 

I. Claims 1-21, drawn to a product, classified in Class 
525, subclass 88. 

II. Claims 22-36, drawn to process, classified in Class 
264, subclass 165. 

The inventions are distinct, each from the other because of 
the following reasons: 

Inventions I and II are related as process of making and 
product made. The inventions are distinct if either or both of 
the following can be shown: (1) that the process as claimed can 
be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially 
different process (MPEP § 806.05(f)). In the instant case the 
product as claimed can be made by a materially different process 
such as a process of compression molding not utilizing injection 
molding; the process as claimed can be used to make a materially 
different product such as a product not requiring the specific 
thermoplastic elastomers of the Group I claims. 

This application contains claims directed to the following 
patentably distinct species of the claimed invention: Applicants 
should elect a single species of thermoplastic elastomer by 
electing either styrenic thermoplastic elastomers or olefinic 
thermoplastic elastomers or urethanic thermoplastic elastomers; 
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if applicants elect styrenic thermoplastic elastomers, then 
applicants should elect either butadiene containing thermoplastic 
elastomers or isoprene containing thermoplastic elastomers; 
applicants should also elect a single species of modified 
polyolefinic resin by electing isotactic polypropylene or 
propylene/ethylene copolymers or propylene/4 -methyl 1-pentene 
copolymers; applicants should also elect a single species of 
modifying material for modifying the modified polyolefin by 
electing either unsaturated esters or unsaturated anhydrides or 
acrylic acids; applicants should also elect a single species of 
polyolefin resin from one of those at page 36 lines 18-25. 

Applicants are required under 35 U.S. C. § 121 to elect a 
single disclosed species for prosecution on the merits to which 
the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, all claims are generic. 

Applicants are advised that a reply to this requirement must 
include an identification of the species that is elected 
consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An 
argument that a claim is allowable or that all claims are generic 
is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicants will be 
entitled to consideration of claims to additional species which 
are written in dependent form or otherwise include all the 



Serial No. 09/784,415 " 4 " 
Art Unit 1711 

limitations of an allowed generic claim as provided by 37 
CFR 1.141. If claims are added after the election, applicants 
must indicate which are readable upon the elected species. MPEP 
§ 809.02 (a) . 

Should applicants traverse on the ground that the species 
are not patentably distinct, applicants should submit evidence or 
identify such evidence now of record showing the species to be 
obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the 
inventions unpatentable over the prior art, the evidence or 
admission may be used in a rejection under 3 5 U.S. C. § 103(a) of 
the other invention. 

Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art because of 
their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

Applicants are reminded that upon the cancellation of claims 
to a non-elected invention, the inventorship must be amended in 
compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must 
be accompanied by a petition under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1.17(i). 
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Due to the complexity of this election/restriction 
requirement, no telephone election/restriction was attempted. 

Any inquiry concerning this communication should be directed 
to Jeffrey Mullis at telephone number (703) 308-2820. 




